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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I )£3 Responsive to communication(s) filed on 25 March 2005 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 2-26 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) E3 Claim(s) 10. 12-26 is/are allowed. 
6® Claim(s) 2 and 1 1 is/are rejected. 

7) ^ Claim(s) £9 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. The claims include the use of the word "for" which indicates intended use. A claim 
containing a "recitation with respect to the manner in which a claimed apparatus is intended to be 
employed does not differentiate the claimed apparatus from a prior art apparatus" if the prior art 
apparatus teaches all the structural limitations of the claim. Ex parte Masham, 2 USPQ2d 1647 
(Bd. Pat. App. & Inter. 1987). 

If Applicant(s) desire to give the phrase patentable weight, the Examiner respectfully 
recommends Applicant(s) remove "for" from the phrase where intended use is not desired. 

3. Claim 2 is rejected under 35 U.S.C. 102(b) as being anticipated by Robb. 

Robb discloses an offset coupler device for use in connection with a trailer having a 
kingpin, the device comprising: 

a first plate member having an opening 3 there through; 
a support member coupled with the first plate member; 

a second plate member coupled with the support member, the second plate member 
having a kingpin 1 extending downwardly from a lower surface thereof, wherein the kingpin of 
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the second plate member is spaced apart from the opening in the first plate member, 

whereby a central longitudinal axis of the kingpin of the second plate member does not 

pass through the opening in the first plate member, 

and a means 4 including a clamp member for coupling the device to the trailer, 
wherein the clamp member has first and second portions, a means for drawing the first 

and second portions together around a portion of the kingpin to clamp the clamp member thereto, 

and adjustable means for urging the first plate member against the skid plate to resist movement 

there between during use, 

4. Note that claim 2 recites limitations on the trailer, which is merely an intended use work 

v 

object. The trailer itself has not been claimed. "Expressions relating the apparatus to contents 
thereof during an intended operation are of no significance in determining patentability of the 
apparatus claim." Ex parte Thibault, 164 USPQ 666, 667 (Bd. App. 1969). Furthermore, 
"[inclusion of material or article worked upon by a structure being claimed does not impart 
patentability to the claims." In re Young, 75 F.2d 966, 25 USPQ 69 (CCPA 1935) (as restated in 
In re Otto, 312F.2d 937, 136 USPQ 458, 459 (CCPA 1963)). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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6. Claim 1 1 rejected under 35 U.S.C. 103(a) as being unpatentable over Robb. 

Robb discloses the claimed invention the claimed invention except for the recited 5-18 
inch distance. Such a distance would be a result of routine experimentation. "[I]t is not 
inventive to discover the optimum or workable ranges by routine experimentation." In re Aller, 
220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

Allowable Subject Matter 

7. Claims 3-9 are objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

8. Claims 10, 12-26 are allowed. 

Response to Arguments 

9. Applicant's arguments filed 25 March 2005 have been fully considered but they are not 
persuasive. 

Regarding claim 2, applicant has argued that to anticipated claim 2, the clamp 4 of Robb 
must perform or be capable of performing the claimed function of coupling the device to the 
trailer. It is noted that this is not consistent with Office policy as set forth in MPEP 2106 which 
states: 

Where means plus function language is used to define the characteristics of a machine or manufacture 
invention, claim limitations must be interpreted to read on only the structures or materials disclosed in the 
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specification and "equivalents thereof" (Two en banc decisions of the Federal Circuit have made clear that the 
Office is to interpret means plus function language according to 35 U.S.C. 1 12, sixth paragraph. In the first, In re 
Donaldson, 16 F3d 1 189, 1 193, 29 USPQ2d 1845, 1848 (Fed. Cir. 1994), the court held: 

The plain and unambiguous meaning of paragraph six is that one construing means-plus-function language 
in a claim must look to the specification and interpret that language in light of the corresponding structure, material, 
or acts described therein, and equivalents thereof, to the extent that the specification provides such disclosure. 
Paragraph six does not state or even suggest that the PTO is exempt from this mandate, and there is no legislative 
history indicating that Congress intended that the PTO should be. Thus, this court must accept the plain and precise 
language of paragraph six. 

Applicant has also argued that the clamp 4 in Robb is not an equivalent of the clamp 

claimed in claim 2 because it does not perform substantially the same overall function, in 
substantially the same way, to obtain the same overall result as claimed. The examiner disagrees 
in that the clamp 44 of applicant's invention comprises two blocks which are secured together 
and which provide a groove 84 which is intended to enclose a kingpin 70. In Robb, there are two 
block members 4 which are secured together by mechanism 5 and which provide a groove 
intended to enclose a kingpin (see Robb lines 105-106). Furthermore, as set forth in MPEP 
2183(B), equivalence can be shown if "a person of ordinary skill in the art would have 
recognized the interchangeability of the element shown in the prior art for the corresponding 
element disclosed in the specification" Robb in lines 120-121 states "It is to be understood that I 
may use any suitable lock means 4 for the female coupling feature of my fifth wheel C. In other 
words I do not wish to be limited to the specific locking means I illustrate, because a large 
number of similar locking devices might be availed of readily for the same purpose of locking 
the king pin in the seat at the inner end or apex of the passage 2". 
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Conclusion 

10. This is an RCE of applicants earlier Application No. 10/689,105. All claims are drawn 
to the same invention claimed in the earlier application and could have been finally rejected on 
the grounds and art of record in the next Office action if they had been entered in the earlier 
application. Accordingly, THIS ACTION IS MADE FINAL even though it is a first action in 
this case. See MPEP § 706.07(b). Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no, however, 
event will the statutory period for reply expire later than SIX MONTHS from the mailing date of 
this final action. 

11. As set forth in MPEP 714.13, it should be kept in mind that applicant cannot, as a matter 
of right, amend any finally rejected claims, add new claims after a final rejection (see 37 CFR 
1.1 16) or reinstate previously canceled claims. Except where an amendment merely cancels 
claims, adopts examiner suggestions, removes issues for appeal, or in some other way requires 
only a cursory review by the examiner, compliance with the requirement of a showing under 37 
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CFR 1.1 16(c) is expected in all amendments after final rejection. Failure to properly reply under 
37 CFR 1.113 to the final rejection results in abandonment. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin Hurley whose telephone number is 571-272-6646. The 
, examiner can normally be reached on Monday-Friday 9:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lesley Morris can be reached on 571-272-6651. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Kevin Hurley 
Primary Examiner 
Art Unit 3611 



May 2, 2005 



